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DETAILED ACTION 

Applicant's arguments/remarks, received on 1 1/19/07 have been acknowledged. 

Claim Rejections - 35 USC § 103 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-7 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dalle et al. (US Pat. 6,248,855) in view of Schirosi et al. (WO 02/42360), and as evidenced by 
Singh et al. (US Pat. 6,479,610) 

Claims 1 and 3: Dalle et al. teaches a process for the preparation of an emulsion of an 
organofunctional polysiloxane comprising mechanically emulsifying (6:31) a silanol-functional 
polysiloxane (I) (6:18-20, 25-28) in water (6:12) in the presence of a catalyst (3:66-4:6), such as 
dimethyltin neodecanoate (6:22-23), adding an organofunctional silane satisfying the structural 
limitations of formula (II) of instant claim 1 (3:21-65 and 6:21) and causing reaction of the 
silanol groups of (I) with the -OR groups of (II). Dimethyltin neodecanoate is recognized as 
being a neutral condensation catalyst as evidenced by Singh et al. (2:55-60). Dalle et al. further 
teaches that the starting ingredients can be mixed all at once or in any order, provided that water 
is the last component (6:8-1 1). 

Dalle et al. therefore does not teach that the organofunctional (II) silane is added to the 
mechanical emulsion of component (I) in water. However, Schirosi et al. does teach a process 
for making silicone emulsions in which mechanical emulsions of polysiloxanes having 
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functional groups at the chain ends (paragraph 0010 and 0036-0037) are reacted with various 
chain extension agents such that said chain extension agents are added after the mechanical 
emulsion is produced (paragraph 0039) and also after the mixture has undergone dilution 
(paragraphs 0022, 0036 and 0039). Dalle et al. and Schirosi et al. are combinable because they 
are from the same field of endeavor, namely, mechanical emulsions of polysiloxanes. At the 
time of the invention, a person having ordinary skill in the art would have found it obvious to 
employ the reaction chemistry of Dalle et al. following the procedure as taught by Schirosi et al. 
and would have been motivated to do so because Dalle et al. suggests that the emulsification can 
be accomplished in a number of ways including the use of a colloid mill or line mixer, which are 
necessary components in the continuous process of Schirosi (paragraph 0026). 

Claim 2: Dalle et al. further teaches that the silanol-functional polysiloxane (I) can be 
emulsified in the presence of a non-ionic surfactant (4:57-61). 

Claims 4-6: Dalle et al. further teaches that the chain extender/organofunctional silane is 
3-aminopropyltrimethoxysilane (3 :54). 

Claim 9: Dalle et al. further teaches that the reaction is carried out at 40 °C (6:30). 

Claims 10 and 1 1 : Dalle et al. does not teach any cyclic polysiloxane starting materials, 
therefore Dalle et al. inherently teaches that there is less than 2% by weight cyclic polysiloxane 
based on the total weight of the polysiloxane in the emulsion. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dalle et al. (US 
Pat. 6,248,855) in view of Schirosi et al. (WO 02/42360), as applied to claim 1 above, further in 
view of Schiller et al (US Pat. 4,191,817). 
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Dalle et al. and Schirosi et al. collectively teach the process for preparing silicone 
emulsions as described in instant claim 1 above. Dalle et al. does not teach that a basic 
condensation catalyst may be used to catalyze the condensation between the silanol and the 
alkoxy groups of the silane coupling agent/chain extender. Dalle et al. explicitly teaches 
organotin salts such as dibutyltin dilaurate (4:1-2) and not basic catalysts. However, Schiller et 
al. does teach that sodium hydroxide (a basic condensation catalyst) and dibutyltin dilaurate are 
functionally equivalent as condensation catalysts for the reaction of silanol terminated 
polysiloxanes and alkoxysilane coupling agents (5:24-39). The courts have stated that it is prima 
facie obvious to substitute equivalents, motivated by the reasonable expectation that the 
respective species will behave in a comparable manner or give comparable results in comparable 
circumstances. In re Ruff I 18 USPQ 340. See MPEP 2144.06. The express suggestion to 
substitute one equivalent for another need not be present to render the substitution obvious. In re 
Font, 213 USPQ 532. In the instant case, a person having ordinary skill in the art would have 
appreciated various alternative catalysts for condensation between silanol and siloxy groups and 
would have recognized that the condensation reaction of Dalle et al. is not limited only to 
organotin catalysts. Further, a person of ordinary skill in the art would have a reasonable 
expectation of success given that Schiller et al. teaches the functional equivalency of both 
organotin catalysts and basic catalysts, specifically, dibutyltin dilaurate and sodium hydroxide. 

Response to Arguments 
Applicant's arguments with respect to claims 1-3 have been considered but are moot in 
view of the new ground(s) of rejection. 
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